
November 5, 2020, marked the date on which 
Mexico adopted the new Federal Law for the 
Protection of Industrial Property. This repealed the 
previous law that had been in force for 25 years and 
had been subject to several amendments. The new US-
Mexico-Canada Agreement, which replaces the North 
American Free Trade Agreement made it necessary to 
reorganise and update the Mexican IP system, as to 
allow for a smooth implementation of the renegotiated 
trade agreement.

The new law incorporates changes to practically all 
the fields it regulates, namely patents, utility models, 
industrial designs, trademarks—including well-known 
(notorious and famous) and certification trademarks—
trade secrets, geographical indications, and associated 
administrative proceedings followed before the Mexican 
Institute of Industrial Property (IMPI). 

It also introduces the partial cancellation of trademarks, 
granting IMPI with fiscal authority to impose and collect 
fines, and the calculation and recovery of damages at 
an administrative stage. The new law will, with no doubt, 
allow Mexico to grant more certainty to rights owners.

The previous article included in WIPR issue 3 2020 (“New 
IP law in Mexico”) focused on a general review of the 
changes to the law, especially on the trademarks side. 
This article will focus on the contentious portion, which 
underwent considerable and much-needed changes to 
allow for more effective protection of IP rights and more 
efficient ways to use them for their owners.

Response times

With regard to trademark oppositions, although no 
major changes were made to the system, there is a 
change in the rules as to when a response is due by 
the applicant. Under the new law, oppositions will be 
communicated to the applicant along with the result 
of the now joint examination (formal and substantive) 
through a single office action. 

Therefore, the response to the opposition will have to 
be filed along with the response to any other objections 
being raised by the examiner, within two months, which 
may be extended for up to two additional months. The 
new law is clear in stating that all items included in an 
office action must be addressed in the response to avoid 
abandonment of the application.

In terms of contentious proceedings and the capacities 
of the IMPI as an authority in these matters, the law 
has introduced provisions that will certainly allow it to 
provide stronger and more effective enforcement and 
protection of rights, but also for rights owners to achieve 
compensation for illegal use of their rights.

Regarding cancellations, the new law contemplates 
partial cancellation for both inventions and distinctive 
signs including, in the case of the latter, for non-use. 
This will certainly allow a more harmonious registry and 
coexistence of trademarks and, in terms of patents, 
owners would no longer be at risk of full cancellation 
when one or several claims are found should be cancelled 
as a consequence of an administrative proceeding. 

Additionally, the law now considers that a cancellation 
may not be lodged against a registration when the 
same plaintiff has filed an opposition against the same 
trademark, on the same grounds and with the same 
evidence, considering the matter res iudicata.

For infringements, including counterfeiting, the IMPI has 
been granted important weapons under the new law that 
allow it to be far more effective in fighting these issues. 

To begin with, the maximum fine that can be imposed 
by IMPI in infringement cases has been raised from 
approximately $80,000 to approximately $1 million, at 
the time as also being granted the authority to collect 
fines directly and even initiate administrative enforcement 
proceedings towards guaranteeing the payment, rather 
than having to go to the tax authorities who were in 
charge under the previous law. 

This allows the IMPI to keep these funds rather than 
having to hand them over to the Secretary of the Treasury. 

Additional preventive measures are now available to allow 
for (i) the takedown of contents found on virtual, digital 
or electronic media; (ii) the seizure of goods at customs 
that are in transit; and (iii) the possibility of achieving the 
closure of an establishment when the preventive measure 
itself is not sufficient to ensure the infringement will not 
continue. 

These new measures, along with those that existed 
before, and continue to exist, may also be applied ex 
officio.

Damages 

One of the most relevant yet controversial changes 
incorporated to this law is the possibility of claiming 
damages caused to the rights owner by reason of 
infringement of its rights by a third party. This is not new, 
as some years ago the previous law was amended to 
consider this possibility, but was later resolved by case 
law, which made it possible only once a final judgment 
existed. 

Under the new law, a rights owner may opt for either 
of two ways to claim for damages: (i) directly with civil 
courts; or (ii) before IMPI through ancillary proceedings, 
once a decision has been issued in the infringement case. 
This will allow the rights owner to achieve compensation 
derived from loss suffered by reason of a third-party 
infringement sooner compared to the previous scenario, 
in which it could take several years to have a final 
confirmed decision. 

The rights owner would then go to a civil court to initiate  
a new long battle to try to obtain a judgment on  
damages, which would usually not occur, as owners would 
be exhausted by the time they could take this course  
of action.

At the time of writing, the required regulations to the 
new law had yet to be published or disclosed. Ideally, the 
regulations will be published soon to allow for their full 
implementation.

One thing is certain under this new law: IMPI will finally 
have the authority and means required to be taken 
seriously by infringers—including counterfeiters, but also 
by rights owners for whom it was rare to collect anything 
after years of litigation to defend their rights. 

They will now see some retribution imposed on their 
infringers. It will be a challenge but it will be definitely 
worth it and there is hope that the new rules will not take 
long to implement.
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Post-grant  
possibilities   

The regime around patent post-grant 
amendments in Mexico has changed but 
their impact is yet to be known in prac-

tice, says Verónica Avilez of Dumont.

The new Federal Law for the Protection of Industrial 
Property (FLPIP) entered into force on November 5, 
2020, thus abrogating the former Industrial Property 
Law (IPL). Among the new provisions that now 
regulate the protection of inventions in Mexico, one of 
the paramount aspects is related to the submission, 
prosecution, and acceptance of post-grant 
amendments for patents.

Voluntary amendments are generally well accepted 
by the Mexican Institute of Industrial Property (IMPI), 
and are relatively easy to prosecute, provided they 
are duly supported by the specification as originally 
filed.

While filing amendments is a common, smooth 
procedure during examination, amendments at 
the post-grant stage are, not surprisingly, subject 
to significant restrictions. In this regard, patent 
applications being considered legally filed before 
November 5, 2020, will still be examined under the IPL, 
so that these applications could be amended during 
prosecution according to the normal practice.

However, the FLPIP indicates that once such 
applications are granted, the corresponding patents 
will be subject to the FLPIP provisions, notably 
including the new post-grant amendments regime.

This article aims to provide a brief comparison of 
the mentioned laws when dealing with post-grant 
amendments.

Former legislation
Post-grant amendments were allowable under the 
IPL to correct obvious errors and to limit the scope 
of the claims. In practice, these amendments were 
usually aimed to delete certain subject-matter from 
the granted claims. Lack of specific guidelines left the 
interpretation and acceptance of such amendments 
entirely to the authority’s discretion, especially under 
certain conditions as discussed below.

It is worth mentioning that post-grant amendments 
to the claim set in Mexico do not lead to the re-
examination of the amended claims; thus, since there 
was no restriction to the ability to base amendments 
on the contents of the specification, the provision 
generally allowing to limit the scope of the granted 
claims embodied significant flexibility.

The IPL was silent about the possibility of amending 
the claims while a patent was facing an invalidation 
procedure. Generally, there was consensus that 
intentions to amend the patent within said procedure 
should not be permitted. However, the silence of the 
law did not prevent the modification or limitation of 
the scope of a patent outside the procedure; that 
is, via a regular post-grant amendment filed and 
processed at IMPI.

Any action directed to invalidate a patent is to 
be initiated at IMPI but is to be appealed before 
a Federal Administrative Court and subsequently 
before a Federal Circuit Court. In some cases, the 
submission and later acceptance by IMPI of post-
grant amendments carried out in parallel to an 
invalidation procedure rendered the latter void, 
normally when the case was already at appeal 
proceedings.

Understandably, this outcome was unpopular with 
plaintiffs, especially in cases in which there was 
doubt about whether the amendment should have 
been allowed at all.

New legislation
Similar to the former law, the FLPIP forbids post-
grant amendments broadening the scope originally 
granted and allows the correction of obvious errors. 
Post-grant amendments are to be accepted only 
when they intend to eliminate one or more claims, or 
when they intend to include one or more dependent 
claims into the independent claim they depend on.

As can be inferred, similar to the former regime the 
current one does not contemplate re-examination of 
the amended claims.

The possibilities to amend granted claims seem to be 
restricted in comparison to those available under the 
IPL. The FLPIP does not contain the general provision 
allowing post-grant amendments to limit the scope 
of the claims.

Apparently, limitations to the scope of protection 
are to be permitted only by deleting claims or 
adding dependent claims into independent ones. 
This important aspect of the new law is still to be 
confirmed in practice with IMPI’s interpretation. 
As practitioners know, there are ways to limit an 
independent claim without the need to add a 
dependent claim thereto.

The FLPIP further clarifies that the limitation of a 
patent shall be performed without prejudice to 
previously dictated decisions on infringement of the 
patent as originally granted. This means that if the 
payment of a fine or damages has been already 
imposed, the corresponding decision should remain 
valid even if the patent is later amended. This 
clarification was absent in the IPL.

One of the most important changes brought by the 
FLPIP is the provision that a request for correction 
or limitation to the patent will be dismissed if filed 
while an invalidation action is pending. Moreover, if 
a judicial decision on the ownership of the patent 
is pending, corrections are to be accepted but not 
limitations.

Subsequently, the decision on a request for 
correction or limitation of a patent would be 
suspended if an infringement or invalidation action is 
interposed in the interim. As can be inferred, explicitly 
forbidding ex parte post-grant amendments during 
invalidation actions marks a turning point in the way 
in which these administrative proceedings have been 
handled in our country.

Final thoughts
A new post-grant amendment regime is in force 
under the FLPIP. While there are some coincidences 
with the IPL, there seem to be aspects that will impact 
the practice, potentially modifying substantial 
paradigms. Some of the new provisions need 
clarification, while others clearly address concerns 
not contemplated by the IPL, such as those trying 
to balance the patent holder’s right to amend their 
patent with the third party’s right to have certainty in 
a patent invalidation proceeding.

At the time of writing this article, the regulations for 
the FLPIP have not been issued. It is to be hoped that 
the regulations will fill some of the current gaps. It will 
be interesting to know how the IMPI decides to apply 
the new provisions on a case-by-case basis.

Certainly, the new practice and criteria are 
something that patent practitioners and patent 
system stakeholders are eagerly waiting to know.
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