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s largely publicized, Mexico�s new 
Federal Law for the Protection of 
Industrial Property (FLPIP) enacted on 

1 July 2020, came into force on 5 November 2020. 
The new law is intended to align the country 
with the commitments acquired through recently 
signed international agreements, specifically, 
the Comprehensive and Progressive Agreement 
for Trans-Pacific Partnership 2018 (CPTPP) and 
the United States-Mexico-Canada-Agreement 
2020 (USMCA), the latter being the reviewed version 
of the North America Free Trade Agreement 1994 
(NAFTA).

Among the most celebrated changes brought by 
the new law is the introduction of supplementary 
certificates to adjust patent terms to compensate 
patent owners for unreasonable delays directly 
attributable to the patent office during the 
prosecution of a patent application. 

Those familiar with the Mexican patent system 
know that historically the country has been reluctant 
to extend patent terms beyond twenty years 
counted from the filing date. This article briefly 
explores some background on the topic as well 
as peculiarities surrounding the supplementary 
certificates born with the FLPIP.

A clarification is made that, due to limited room 
for discussion, adjustments due to unreasonable 
curtailment of the effective patent term as a 
result of marketing approval processes are not 
addressed in this article. 

The former provisions and NAFTA
Just like in present times, within 1991-1994 Mexico 
refreshed its industrial property system in order 
to comply with commitments acquired through 
NAFTA by enacting the Industrial Property Law 
(IPL) which abrogated the Law for Inventions 
and Marks 1976 (LIM). 

Under the old LIM, certain matters, remarkably, 

pharmaceutical and agrochemical inventions 
were not patentable. The transitional provisions 
implemented a mechanism under which, within 
a twelve-month period after the IPL entered into 
force, patent applications filed in countries 
being part of the Patent Cooperation Treaty claiming 
said matters were allowed to be filed in Mexico 
keeping priority rights irrespective whether terms 
to do so established by international conventions 
had already expired. A limitation was imposed to 
inventions that were exploited in the country 
before the date of filing in Mexico. The transitional 
provisions also stated that patents granted under 
this mechanism (pipe-line patents) would expire 
at the expiration date of the patent granted 
abroad for the corresponding first priority 
application with their total validity time being 
20 years at most. 
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in NAFTA meant a discretionary faculty for 
NAFTA parties and that Mexico opted for stating 
in its domestic law that the twenty years of 
validity are non-extendable. Interestingly, the 
language �regulatory approval processes� has 
been interpreted to encompass patent 
prosecution processes. The SCJ had clarified 
that article 1702 was not a parameter to 
determine the constitutionality of the domestic 
IPL provision. An inherent conclusion was that, 
disregarding the time the patent office took for 
prosecuting applications, patent terms should 
not be adjusted in Mexico. 

Nonetheless, in October 2020, the SCJ issued 
a contrary ground-breaking decision for a 
pharmaceutical patent which prosecution time 
lasted roughly five years. The SCJ agreed that 
article 1702 did not lack constitutionality but 
concluded that the IPL did because it did not 
establish limitations for patent prosecution 
times at all and created uncertainty as to the 
effective period the patent owner would enjoy 
exclusive rights over the patented invention. 
The SCJ remanded the case to the patent office 
for it to adjust the patent term, remarkably, 
without providing detailed guidelines as to how 
to count the time for the adjustment. This issue 
is important because, as we will see below, the 
way Mexico will compensate patent owners for 

As it might be inferred, some applications filed 
under this mechanism originated in countries 
in which patent extensions/adjustments were 
permitted, for example, the USA. A polemic 
situation arose when said extensions/adjustments 
were effective abroad. Some patent owners 
requested, and eventually obtained, term 
adjustments in Mexico under the transitional 
provisions. However, it is important to note that 
litigation against the Mexican patent office was 
needed, since the office took the position that 
said adjustments should not proceed, which 
enlightens on the little willingness the office 
showed to authorize the adjustments.  

Another issue related to patent terms and 
NAFTA has been article 1709, Section 12. This 
article stipulates that the term of protection for 
patents must be of at least 20 years from the 
date of filing or 17 years from the date of grant, 
and that a contracting party may extend the 
term of patent protection, in appropriate cases, 
to compensate for delays caused by regulatory 
approval processes. Attempts to enforce this 
provision to obtain term adjustments for delays 
in patent prosecution had generally failed. The 
patent office had been able to defend the argument 
that the IPL does not provide for term adjustments. 
Higher instances, and even the Supreme Court 
of Justice (SCJ) had agreed that the word �may� 
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figures different to patents such as utility 
models or industrial designs.

As it might be implied, the general scheme 
for supplementary certificates and the FLPIP as 
a whole need specific regulations, which have 
not been issued yet. Hopefully, they will clarify 
all aspects for the scheme to work properly. 
Certainly, supplementary certificates will not be 
pursued immediately but more than five years 
in the future when the first unreasonably delayed 
patents, if any, are granted. However, it will be 
interesting to compare the adjustment time 
under the supplementary certificate system 
with that ordered by the SCJ to the patent office 
in the case discussed above based in part on 
NAFTA, since, theoretically, the implementation 
of the USMCA involves raising the standard of IP 
protection in Mexico.

Final thoughts
Mexico has a tradition of being reluctant to 
adjust patent terms, a position evidenced by the 
fact that its laws did not contemplate such 
adjustments in the past, not even to implement 
international agreements like NAFTA. The cases 
in which adjustments have been obtained 
encircled special circumstances and generally 
involved intensive litigation against the patent 
office. Contrary to the assumption some might 
make, the introduction of supplementary 
certificates does not change said tradition. The 
current patent prosecution average time is no 
more than three and a half years. The patent 
office is making arrangements to try to maintain 
or even lower down this time. Unless something 
extraordinary happens, it is foreseeable that very 
few patents will fall within the supplementary 
certificate scheme, if any, and that the patent 
office will work hard to keep the number of said 
patents as low as possible. Also, just like the 
IPL�s provisions denying term adjustments, it is 
highly probable that eventually the intricated 
supplementary certificate system established 
by the FLPIP would have to undergo its own 
constitutional test.   

unreasonable prosecution delays under its new 
law involves some peculiarities, one of them 
being that the compensated time will not be 
equal to but only half of that of the unreasonable 
delay. In what might be an unfortunate pitfall, 
the SCJ indicated that the date of filing of an 
application for the purpose of defining a patent 
term adjustment is the date of the end of the 
formal examination. Should the patent office 
has complied with the SCJ ruling and, if so, how 
the same has been done is not publicly available 
at the time of writing the current article. 

The CPTPP, the USMCA, the FLPIP, 
and the new supplementary 
certi  cates
Both the CPTPP and the USMCA indicate that 
the parties shall provide the means to adjust the 
term of a patent to compensate for unreasonable 
prosecution delays at the patent owner�s request. 
Particularly in comparison to NAFTA, the new 
treaties do not imply that the minimum time of 
effective patent validity should be seventeen 
years, but fifteen in the case of Mexico where 
request for examination is not needed, as both 
international instruments consider unreasonable 
a delay in the issuance of a patent of more than 
five years from the date of filing of the application. 
Moreover, by using the language �shall� the 
provision for patent adjustments does not seem 
to be a discretional faculty given to the 
contracting parties.  

As such, Mexico implemented the treaties 
in the new FLPIP by enabling to compensate 
patent owners for unreasonable delays in patent 
prosecution via supplementary certificates. 
Under the new law, a certificate is available for 
a patent which prosecution time from filing to 
allowance lasted longer than five years. The 
adjustment is to be calculated only on the basis 
of the delay due to the patent office�s actions/
inactivity and be equal to half the number of 
days corresponding to such delay up to a maximum 
of five years. 

The supplementary certificate must be requested 
by the applicant when paying grant fees and, if 
allowable, is to be subject to the payment of a 
fee (not currently defined) associated to the 
adjustment, to be entered within a term of one 
month after required. 

The rights provided by the certificate are the 
same as those corresponding to a granted patent 
and will be effective immediately after the 
expiration of the regular twenty-year patent term 
with the proviso that the patent is kept in force. 
No reimbursement of paid fees related to not 
exercised supplementary certificate rights is 
currently contemplated. The supplementary 
protection will not be available to patents 
granted under the former IPL neither to other 


