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For example, an expression that for several years was well accepted

but now is becoming frequently objected by Examiners is “and/or”.

The expression will now be refused if it is used in the claim set or

if it is used along the specification. In most cases, the expression is

used to indicate the possibility of selecting one element or technical

characteristic from a group of elements with similar functionality.

The expression is requested to be eliminated or limited to either “and”

or “or”. The Examiners will argue that the expression is ambiguous

and unclear as it does not allow to define the technical element which

is the objective of the invention. 

Another example relates to the expression “at least… ” in the claims

to refer an undetermined number of elements conforming a specific

portion of a claimed invention. This kind of objection is supported

by the argument that the expression results in a plurality of inventions

which is considered unclear by the Examiners who are asking to

eliminate the expression “at least” which will limit the invention

unnecessarily. 

Objections like those briefly discussed above usually aim to

eliminate the option and restrict the invention to a single possibility,

which is totally arbitrary. However, the objections can be refused

based on the context of the invention, and if the use of the objected

expressions is necessary to define the invention these may remain.

Of course, clarity issues are put forward as objections on a case-by-

case basis, since in order to properly answer this type of objections,

it is necessary to analyze and perfectly understand the invention to

decide whether or not expressions like the ones addressed here must

be substituted by another one that will be accepted and at the same

time not affect the gist and scope of the invention.

Although this kind of objections can be answered without affecting

the gist of the invention, it may have negative consequences on the

opportunities that the applicant has to demonstrate that his invention

complies with the necessary technical requirements to be protected,

since currently only up to four official actions can be issued during

the substantive examination stage before the conclusion of the process

with either acceptance or rejection of the patent.

Dealing with clarity objections represents a daily challenge for

patent practitioners in Mexico, because not all of them refer to technical

issues or not all of them are well founded, so that in some cases

arguing against them does not guarantee that they will be overcome.

Furthermore, clarity objections having no technical basis to be

issued also represents trouble for applicants, since often due to the

mere whim of the Examiners applicants must limit the scope of their

inventions, thus narrowing down the possibilities of exploiting an

invention with a better and appropriate scope than that granted. This

limitation comes from the reluctance of the Examiners in accepting

arguments in order not to remove or change some phrases in the

patent claims; however, for not delaying prosecution, without proper

advice, applicants might end up following the Examiners requests. 

Thus, this new trend has resulted in the need for patent practitioners

to have closer communication with Examiners in order to try to

understand the objections and provide applicants with the best

strategy to have the patent granted. 

Businesses need to be extra careful when they use the expressions

that the Examiner will not accept any longer and does well to find a

different way to describe the invention while avoiding the specific

terms that are today viewed as unclear.
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Like in most other countries, an invention must

comply with the three elementary technical

requirements of novelty, inventive step and

industrial applicability to be allowed protection as a patent

in Mexico. 

Businesses are facing new problems because the Mexican

Patent Office (IMPI) recently tightened up its criteria for

accepting an application, namely related to the requirement

in the law that a patent application needs to be sufficiently

clear to be accepted. The new practice is directly related

to the language used to define and claim an invention.

Unfortunately, due to this practice, the “clarity” requirement

has become one of the most common objections during

the examination of a patent in our country. The result

can be quite harmful for patent owners as the protection

of the patent risks being significantly limited as described

in the following.

Recently, IMPI has changed the criteria of examination

in relation to expressions that are or are not technically

adequate to define an invention, and expressions that

were previously well accepted are now being challenged

under the argument of “ambiguity”. This type of recurring

objection is faced daily by patent practitioners in Mexico.

The objections are sometimes difficult to understand

and sometimes cause unnecessary delays in the prosecution

of a patent. 

Unfortunately, objections of this nature are not always

related to technical issues nor are they limited to a particular

matter of the application, but they are related to language

issues and depend on the criterion of the Examiner at

the time of evaluating the application, since there is

evidence that Examiners contradict themselves by issuing

an objection to an expression that was accepted in some

other case at a different time. This situation is not

exclusive of a specific technical area, but generalized in

all the technical areas at the IMPI.

It is worth mentioning that the complexity of the

objections of clarity is due to the fact that the objections

are issued on the basis of an individual and very subjective

point of view from Examiners, and therefore the response

given to a particular objection might not work for

overcoming a similar objection issued by another Examiner,

even from the same section at the IMPI.

Sometimes it is understandable that by the wording

of the application itself, the gist of the invention is not

easily understood and that, as a result of a review, it is

necessary to specify more characteristics or define them

in a different way, so that it is sufficiently clear for a

technician with average knowledge to carry out the

invention based on the contents of the specification. But,

unfortunately, not all these objections are properly founded,

and as mentioned, too much depend on the subjective

opinion of the individual Examiner.

The arguments that the Examiners provide to support

the ‘clarity’ objections are based on the ambiguity of the

expressions used along the specification. Although it is

true that applicants/inventors may use general expressions

in an attempt to obtain broad protection of an invention,

it is not in itself a reason to say that any expression with

a general meaning results in an ambiguity. 
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